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1)H Responsive to communication(s) filed on O.f^mmk/ ^f/:) 
2a)n This action is FINAL. 2b)n This action is non-final 

Disposition of Claims 

4) 13 Claim(s) P18 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 
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DETAILED ACTION 



1. The following Action replaces the restriction requirement mailed 10/4/00 of pending 
claims 1-18. Therefore, a new election is required as set forth below. 

Election/Restriction 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9, drawn to methods of synthesizing an unstructured nucleic acid, 
classifiable in class 435, subclass 91.1. 

II. Claim 10, drawn to methods of using an unstructured nucleic acid made by the 
process of claim 1, classifiable in class 435, subclass 6. 

III. Claims 11-18, drawn to unstructured nucleic acid compositions, classifiable in class 
536, subclass 23,1. 

3. The inventions are distinct, each fi-om the other because of the following reasons: 
Inventions I and III are related as process of making and product made. The inventions 

are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
unstructured nucleic acids as broadly defined read on any nucleic acid molecules having synthetic 
modifications. Such synthetic nucleic acids are made by many different methods in the art, 
including chemical reactions which do not use an enzyme for incorporation of the synthetic 
precursors as in the methods of Invention I. 
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Inventions I and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different method steps, modes of operation. Group I is drawn to a method of 
making the unstructured nucleic acids and Group II is drawn to a method of using the 
unstructured nucleic acids. 



4. Should Group I be elected, the following restriction to one of Groups lA-IE is also 
required for claims 1-9 as follows: 

IA. Claims 1-9, drawn to methods of synthesizing an unstructured nucleic acid using 
an RNA polymerase. 

IB. Claims 1-9, drawn to methods of synthesizing an unstructured nucleic acid using a 
DNA polymerase. 

IC. Claims 1-9, drawn to methods of synthesizing an unstructured nucleic acid using a 
reverse transcriptase. 

ID. Claims 1-9, drawn to methods of synthesizing an unstructured nucleic acid using a 
ribozyme. 

IE. Claims 1 -9, drawn to methods of synthesizing an unstructured nucleic acid using a 
self-replicating RNA molecule. 
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Inventions lA-IE are unrelated. Inventions are unrelated if it can be shown that they 
not disclosed as capable of use together and they have different modes of operation, different 
fonctions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different modes of operation depending on the type of enzyme used in the 
methods of synthesis of the unstructured nucleic acids. Specifically. DNA polymerases, RNA 
polymerases, reverse transcriptase, ribozymes and self-replicating RNA molecules each function 
by a different mechanism known in the art and thus would function differently in their capacity to 
make unstructured nucleic acids as claimed. 



5. Further, should Group II, claim 10, be elected, the following restriction to one of Groups 
lA-IC is also required for claims 1-9 as follows: 



IIA. Claim 10, drawn to methods of using an unstructured nucleic acid in a ligase 



assay. 



IIB. Claim 10, drawn to methods of using an unstructured nucleic acid in a polymerase 
extension assay. 



nc. Claim 1 0, drawn to methods of using an unstructured nucleic acid in a nucleic acid 
array. 



Inventions HA-IIC are unrelated. Inventions are um-elated if it can be shown that they 
not disclosed as capable of use together and they have different modes of operation, different 



are 
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functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions. Specifically, the method steps involved in a ligase assay, 
polymerase extension assay or nucleic acid array widely differ in the art and as such require 
scientific considerations considered patentably distinct. 



Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their divergent classification and recognized divergent 
subject matter, and the search required for each of Group I, n or III, and fiirther for sub-groups 
lA-IE and sub-groups HA-IIC is not required for the other Groups, restriction for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed XoMaryM. Schmidt, whose telephone number is (703) 308-4471. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Elliott, PhD. may be reached at (703) 308-4003. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 



M. M. Schmidt 
January 29, 2001 



REMYYUCEL.PH.D 
PRIMARY EXAMINER 



